
_ PTO/SB/21 (OWM) 

Approved for use through 07/31/2006. OMB 0651-0031 
U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE 
Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OM8 control number. 



NSMITTAL 
FORM 



Zl (to be used for ail correspondence after initial filing) 



Total Number of Pages in This Submission 



Application Number 



Filing Date 



First Named Inventor 



Art Unit 



Examiner Name 



Attorney Docket Number 



10/726,168 



December 2, 2003 



Magid A. Abou-Gharbia 



1617 



Shengjun Wang 



WYTH0107-100 (AM100146 C2) 



n Fee Transmittal Form 
□ Fee Attached 

□ Amendment / Reply 
O After Final 

l~l Affidavits/declaration(s) 
O Extension of Time Request 

□ Express Abandonment Request 

Supplemental Information 
Disclosure Statement 

O Certified Copy of Priority 
Documents) 

□ Reply to Missing Parts/ 
Incomplete Application 

n Reply to Missing Parts 
under 37 CFR1.52 or 1.53 



ENCLOSURES (check all that apply) 



n Orawing(s) 

□ Licensing-related Papers 

□ Petition 

f~1 Petition to Convert to a 
Provisional Application 

O Power of Attorney, Revocation 
Change of Correspondence 
Address 

PI Terminal Disclaimer 

□ Request for Refund 

□ CD, Number of CD(s) ' 

□ Landscape Table on CD 



O After Allowance Communication to TC 

f~l Appeal Communication to Board 
of Appeals and Interferences 

O Appeal Communication to TC 
(Appeal Notice, Brief, Reply Brief; 

l~1 Proprietary Information 
□ Status Letter 

Other Enclosure(s) 
(please identify below): 

Form PTO SB/08b (lp.); (3) References Cited, (3) 
References Enclosed. 



EXPRESS MAIL LABEL NO: EV882726584US 
DATE OF DEPOSIT: September 22, 2006 



SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 




CERTIFICATE OF TRANSMISSION/MAILING 



I hereby certify that this correspondence is being facsimile transmitted to the USPTO or deposited with the United States Postal 
Service with sufficient postage as first class mail in an envelope addressed to: Commissioner for Patents, P.O. Box 1450, 
Alexandria, VA 22313-1450 on the date shown below 



Signature 



\^ Typed or printed name 



Date 



This collection of information is required by 37 CFR 1.5. The informaUon is required to obtain or retain a benefit by the public which is to file (and by the USPTO to 
process) an application. Confidentiality is governed by 35 U.S.C 122 and 37 CFR 1.11 and 1.14. This collection Is estimated to 12 minutes to complete, including 
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the 
amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and 
Trademark Office, U.S. Department of Commerce, P.O. Box 1450. Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO: Commissioner for Patents. P.O. Box 1450, Alexandria, VA 22313-1450. 



If you need assistance In completing the form, call 1-800-PTO-B1 99 and select option 2. 




United States Patent and Trademark Office 



UNITED STATES DEPARTMENT .OKCOMMERGE. Y 
United States Patent and Trademark Office B w *— s ~' 

Address: COMMISSIONER FOR PATENTS 

P.O. Box 1450 «-r-n ^ 

^«ia223,,45o-EB 2 a. 2007 

CLARK & ELBING LLP 



N NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/726,168 



12/02/2003 



21559 7590 

CLARK & ELBING LLP 
101 FEDERAL STREET 
BOSTON, MA 02110 



02/20/2007 



Magid A. Abou-Gharbia 



AM100146 C2 



4143 



EXAMINER 



WANG, SHENGJUN 



ART UNIT 



PAPER NUMBER 



1617 



SHORTENED STATUTORY PERIOD OF RESPONSE 



MAIL DATE 



DELIVERY MODE 



31 DAYS 02/20/2007 PAPER 

Please And below and/or attached an Office communication concerning this application or proceeding. 

If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
from the mailing date of this communication. 



PTOL-90A (Rev. 10/06) 




ffice Action Summary 



Application No. 

10/726,168 


Applicant(s) 
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Examiner 
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Art Unit 
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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) OR THIRTY (30) DAYS, 
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Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)Q This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 21 3. 
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DETAILED ACTION 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-20, and 24drawn to a method of treating neurodegenerative disease or a 
method of neuroprotection, comprising administering adatanserin or a 
pharmaceutical salt thereof, classified in class 514, subclass 252.14. 

II. Claims 21-23, drawn to a method for treating chronic pain, comprising 
administering adatanserin or a pharmaceutical salt thereof, classified in class 514, 
subclass 252.14. 

2. Inventions group I and group II are unrelated. Inventions are unrelated if it can be shown 
that they are not disclosed as capable of use together and they have different designs, modes of 
operation, and effects (MPEP § 802.01 and § 806.06). In the instant case, the different 
inventions have different modes of operation. Particularly, the two inventions above are 
independent and distinct, each from the other, as they are directed to treating diseases with 
distinct etiologies and symptoms, and have acquired a separate status in the art of treating as a 
separate subject matter for inventive effect and require independent searches. It is noted that a 
reference to one treatment would not be a reference to another treatment under 35 U.S.C. 103. 
Further, the claims read on a multitude of compounds, and a variety of disorders, which would 
require many field of searches that would be an undue burden on the Examiner. Therefore, 
restriction for examination purposes is proper. 
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3. Because these inventions are independent or distinct for the reasons given above and 
there would be a serious burden on the examiner if restriction is not required because the 
inventions have acquired a separate status in the art due to their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 

4. This application contains claims directed to the following patentably distinct species: 
various diseases: 

In group I; 

Alzheimer's disease (claim 3); Huntington's disease (claim 4); Parkinsn's disease (claim 5); 
AIDS dementia (claim 6); Amyotrophic lateral Sclerosis (claim 7); retinal disease (claim 8); 
epilepsy (claim 9); stroke (claims 1 1-15); ischemia arise from surgery (claim 16), head trauma 
(claim 17); spinal trauma (claim 18); and hypoxia (claims 19-20). 
In group II; 

Diabetes peripheral neuropathy (claim 22); fibromyalgia, postherpetic neuralgia, reflex 
sympathetic dystrophy. 

The species are independent or distinct because they are directed to distinct diseases 

and/or symptoms. 

Applicant is required under 35 U.S.C. 121 to ^lect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, claims 1-2, 10, 21 and 24 are generic. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
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thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which depend from or otherwise require all the limitations of an 
allowable generic claim as provided by 37 CFR 1.141. If claims are added after the election, 
applicant must indicate which are readable upon the elected species. MPEP § 809.02(a). 

Applicant is advised that the reply to this requirement to be complete must include (i) an 
election of a species or invention to be examined even though the requirement be traversed (37 
CFR 1.143) and (ii) identification of the claims encompassing the elected invention. 

The election of an invention or species may be made with or without traverse. To reserve 
a right to petition, the election must be made with traverse. If the reply does not distinctly and 
specifically point out supposed errors in the restriction requirement, the election shall be treated 
as an election without traverse. 

Should applicant traverse on the ground that the inventions or species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record showing the 
inventions or species to be obvious variants or clearly admit on the record that this is the case. In 
either instance, if the examiner finds one of the inventions unpatentable over the prior art, the 
evidence or admission may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 
5. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
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application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.170). 



examiner should be directed to Shengjun Wang whose telephone number is (571) 272-0632. The 
examiner can normally be reached on Monday to Friday from 7:00 am to 3:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan, can be reached on (571) 272-0629. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Any inquiry concerning this communication or earlier communications from the 





Shengjun Wang 
Primary Examiner 
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